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Office Action Summary 



Application No. 

09/536,137 



Examiner 

Cam-Llnh T. Nguyen 



Applicant(s) 

BENTON ET AL. 



Art Unit 

2171 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will t>e considered timely. 

- If NO period for reply is specified above, the maximum statutory period wilt apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
~ Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to comnnunication(s) filed on 21 February 2003 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 7-73 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim{s) is/are allowed. 

6) S Claim(s) 1-13 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) \3 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

. 1 1 )□ The proposed drawing correction filed on is: a)\Z\ approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 -D Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) [Qs^Gtlce of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-1 52) 

3) n Infomnation Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) dl Other: 
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PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 11 





Application/Control Number: 09/536.137 
Art Unit: 2171 



Page 2 



DETAILED ACTION 



Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) do not apply to the examination of this application as the application 
being examined was not (1 ) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims 1- 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Corrigan et a! (U.S. 6,522.977). 

♦ As per claim 1, 3, 11, 

- "Gathering the VIN (vehicle identification number) and manufacturer's paint code, 
and manufacture date" See Fig. 1, element 10, col. 5 line 4-13. The paint code 
corresponds to the "OEM code numbers" which is the manufacturer's designated 
colors, and may be obtained from a manufacturer (col. 8 line 61 - col. 9 line 10). 
Corrigan teaches that any additional information or vehicle specific designation of 
the vehicle could be used to the VIN system (col. 4 line 7 - 12, 39-44). 
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Therefore, the manufacturer's paint code may be obtained in step 10 in the 
invention. 

- "Extracting from the VIN the model year and manufacturing site information" See 
col. 4 line 21 - 34, col. 8 line 60 - 66. 

- "Searching database" See col. 8 line 60 - 66 

- "Identifying the refinish colorcoat" See Fig. 1 , col. 8 line 60 - col. 9 line 64. 

♦ As per claim 2, 4. 9-10, 12, 

- " A computer acting under a program" See col. 6 line 3 - 22, col. 9 line 65 - 67. 

♦ As per claim 5, 7 

- "Inputting the vehicle VIN" See Fig. 1, element 10, col. 5 line 4-13. The paint 
code corresponds to the "OEM code numbers" which is the manufacturer's 
designated colors, and may be obtained from a manufacturer (col. 8 line 61 - col. 
9 line 10). Corrigan teaches that any additional information or vehicle specific 
designation of the vehicle could be used to the VIN system (col. 4 line 7 - 12, 39 
- 44). Therefore, the manufacturer's paint code may be obtained in step 10 in the 
invention. 

- "Inputting the manufacturer's paint code" The paint code corresponds to the 
"OEM code numbers" which is the manufacturer's designated colors, and may be 
obtained from a manufacturer (col. 8 line 61 - col. 9 line 10). Corrigan teaches 
that any additional information or vehicle specific designation such as paint 
formulations (col. 7 line 66 - 67) of the vehicle could be used to the VIN system 
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(col. 4 line 7 - 12, 39 - 44). Therefore, the manufacturer's paint code may be 
obtained in step 10 in the invention. 

- "Processing the input data" See col. 4 line 21 - 34, col. 8 line 60 - 66. 

- "Executing a search for a refinish colorcoat" See col. 8 line 60 - 66 

- "Displaying in human-readable" See col. 5 line 38 - 40, col. 1 1 line 47 - 50. 

♦ As per claim 6, 8 

- "Preparing an actual refinish colorcoat" See col. 1 1 line 59 - 64. 

- "Applying the prepared refinish colorcoat" See col. 1 1 line 59 - 64. 

♦ As per claim 13, 

- "The model year and site of manufacture are ascertained from the VIN" See col. 
4 line 21 - 34. 

Response to Arguments 

1. Applicant's arguments with respect to claims 1-13 have been considered but are 

moot in view of the new ground(s) of rejection. 

Applicant argued in the Request for reconsideration filed on 08/05/2002 that 
"nowhere within the four corners of Corrigan et al. is there any indication as to how 
one would practically use Applicants' selected information (i.e., model year, 
assembly plant and manufacturer's paint code) to obtain a color match". Examiner 
disagreed. 

In Corrigan reference, the paint code corresponds to the "OEM code numbers" 
which is the manufacturer's designated colors, and may be obtained from a 
manufacturer (col. 8 line 61 - col. 9 line 10). This manufacturer data can be add to 



Application/Control Number: 09/536,137 



Page 5 



Art Unit: 2171 

the VIN number. Further. Corrigan teaches that any additional information or vehicle 
specific designation of the vehicle could be used to the VIN system (col. 4 line 7 - 
12, 39 - 44). Therefore, the manufacturer's paint code may be obtained in step 10 in 
the invention. 

Applicant also argued that there is no need to input physical color readings into the 
claim method. However, Applicant did not specify the method does not need this 
teaching or the method only contains those teaching that Applicant specified in the 
claims. Therefore, Corrigan reference still reads on the instant application. 



2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cam-Linh T. Nguyen whose telephone number is 703- 
305- 1951 . The examiner can normally be reached on Monday - Friday from 8:00 am to 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Safet Metjahic, can be reached on (703) 308- 1436. The fax phone number 
for the organization where this application or proceeding is assigned is 703- 746- 7239. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703- 305- 



Conclusion 



4:30 pm. 



3900. 




Cam-Linh Nguyen 
Art Unit 2171 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



